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DETAILED ACTION 

1 . This Office action is responsive to an amendment filed June 7, 2007. Claims 1-7, 
9-11 and 14-15 are pending. Claims 8 & 12-13 are cancelled. No new claim has been 
added. 

Claim Rejections - 35 USC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson et al (US Patent No, 5,769,826) in view of Collins (US 1,640,481). 

In regards to claim 1, Johnson et al. discloses a hollow needle holder comprising: 

(a) a hollow needle container (10) having an inside and an outside (Figure 1) 
and first face comprising a closable opening and a second face (see figure 1); 

(b) a hollow needle fixing device (30, 32) disposed from the inside of the hollow 
needle container (Figure 1) on said second face for receipt of a hollow needle (42) or 
an adapter for a hollow needle attachable to the hollow needle fixing device from the 
outside through an opening 17 in the second face of the hollow needle container (Figure 
1) and projecting through said hollow needle fixing device (30, 32) into said hollow 
needle container; 

(c) an unlocking mechanism (70 & 72) for releasing the hollow needle or adapter 
after use so that the hollow needle fixing device (30, 32) together with the hollow 
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needle or adapter falls into said hollow needle container after activation of said 
unlocking mechanism (see figure 2); and, 

(d) a closure device (20, 80) for closing said hollow needle container (10) (see 
figs. 1-2, 5 & 7). 

In regards to claim 2, Johnson et al. discloses a hollow needle holder, further 
comprising an anchoring device (31, 73) releasably fixing said hollow needle fixing 
device in place on said hollow needle holder (see figs 2-3). 

Johnson et al. disclose an apparatus wherein the slot 73 cooperates with the 
needle carrier 30, 32 via groove 31 to releasably hold the needle carrier in place until 
activation (see column 3/lines 15-23 & 34-36). 

In regards to claim 3, Johnson et al. discloses a hollow needle holder, wherein 
said hollow needle fixing device (30) is engageable on the hollow needle holder (see 
figures 1 & 2). 

In regards to claim 4, Johnson et al. discloses a hollow needle holder, wherein 
the hollow needle holder has a passage opening (100) for the hollow needle or the 
adapter and at least one attachment opening (17) for said hollow needle fixing device 
on said second face (see figs. 1-2). 

Johnson et al. disclose an apparatus, as described above, that teaches all the 
limitations of the claims except Johnson et al. do not explicitly teach an apparatus 
wherein the closure device includes a sliding mechanism. 
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However, Collins discloses an apparatus comprising a closure that includes a 
slide 10 (see figs. 1-8; column 1 /lines 8-14 & 19-28). 

Applying the factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 
148 USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) and are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

It would have been obvious to one of ordinary skill in the art at the time 
Applicant's invention was made to provide an apparatus similar to that of Johnson et al. 
with a closure device similar to that of Collins in order to provide a sanitary closure 
which will securely seal the contents of the container and prevent leakage (see Collins, 
column 1/lines 8-14). 

Johnson et al. as modified by Collins, above, fail to disclose an apparatus 
wherein the unlocking mechanism includes a closure device. Instead Johnson et al. as 
modified by Collins teach an apparatus that includes a locking mechanism separate 
from a closure device. 

At the time the invention was made, it would have been an obvious matter of 
design choice to a person of ordinary skill in the art to provide a locking mechanism with 
a closure device because the Applicant has not disclosed that having the locking 
mechanism integral with the closure device provides an advantage, is used for a 
particular purpose, or solves a stated problem. One of ordinary skill in the art, 
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furthermore, would have expected Johnson et al. as modified by Collins's apparatus 
and Applicant's invention to have performed equally well with either the separate locking 
mechanism and closure device taught by Johnson et al. as modified by Collins or the 
claimed integral locking mechanism with a closure device because both would perform 
the same function of releasably locking the hollow needle or adapter and sealing the 
second face of the apparatus (see Johnson et al., column 3/lines 50-51; see Collins, 
column 1/lines 8-14). 

Therefore, it would have been prima facie obvious to modify the apparatus of 
Johnson et al. as modified by Collins to obtain the invention as specified in claim 1 
because such a modification would have been considered a mere design consideration 
which fails to patentably distinguish over the prior art of Johnson et al. as modified by 
Collins. 

Moreover, it has previously been held that merely making integral (i.e. the locking 
mechanism and the closure device) is not patentable-See in re Larson, 340 F. 2d 965, 
967, 144 USPQ 347, 349 (CCPA 1965); In re Wolfe, 251 F.2d 854, 855, 116 USPQ 
443, 444 (CCPA 1958). 

4. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson 
et al ('826) in view of Collins ('481) further in view of Crawford et al. (US Patent No. 
6,306,118). 

Johnson et al. as modified by Collins disclose an apparatus, as described above, 
that teaches all the limitations of the claims except Johnson et al. as modified by Collins 
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do not teach a hollow needle fixing device having at least one flexible arm having a 
wedge-shaped projection. 

However, Crawford et al. disclose an apparatus including a hollow needle fixing 
device 500 having at least one flexible arm 528 having a wedge-shaped projection 530 
(see figs. 1 & 9). 

It would have been obvious to one of ordinary skill in the art at the time 
Applicant's invention was made to provide an apparatus similar to that of Crawford et al. 
with a needle fixing device having at least one flexible arm having a wedge-shaped 
projection similar to that of Crawford et al. in order to releasably secure the needle fixing 
device to the hollow needle container (see Crawford et al., column 6/lines 24-29; see 
figures 1-2). 

5. Claims 6-7 & 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Johnson et al ('826) in view of Collins ('481 ) further in view of Wanamaker et al. (US 
Patent No. 5,117,837). 

Johnson et al. as modified by Collins disclose an apparatus, as described 
above, that teaches all the limitations of the claims except Johnson et al. as modified by 
Collins do not teach a locking mechanism having a second slide. 

However, Wanamaker et al. disclose an apparatus including a locking 
mechanism having a second slide (700, 712) including a pair of guides (782, 784) 
engaging an anchoring device 800; wherein said second slide (700, 712) projects 
beyond an edge of a hollow needle container 200 (see figs. 1-2 & 7-9). 
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It would have been obvious to one of ordinary skill in the art at the time 
Applicant's invention was made to provide an apparatus similar to that of Johnson et al. 
as modified by Collins with a second slide similar to that of Wanamaker et al. since such 
a modification would amount to a design choice that would serve the same purpose of 
locking the hollow needle or adapter in place (see Wanamaker et al., see figs. 7-9). 

6. Claims 6-7, 9-11 & 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Johnson et al ('826) in view of Collins ('481) further in view of Fuji et al. (US 
5,797,490). 

Johnson et al. as modified by Collins disclose an apparatuses described 
above, that teaches all the limitations of the claims except Johnson et al. as modified by 
Collins do not teach a locking mechanism having a second slide. 

However, Fuji et al. disclose an apparatus including a locking mechanism having 
a pair of slides (22, 23) including a pair of guides (224, 248) engaging an anchoring 
device (213, 223); wherein said second slide (22, 23) projects beyond an edge of a 
hollow needle container 1; wherein the unlocking mechanism 2 has a cap 24 arranged 
to rotate on said hollow needle container 1, said slides (22, 23) being so that rotation of 
said cap 24 moves said slides (22, 23); wherein said cap 24 has a guide 248 and said 
slides (22, 23) has a guide element 224 said guide 248; wherein the apparatus further 
comprises a plug-in connector (213, 223) disposed in said hollow needle fixing device 2 
for rotatably mounting said hollow needle or adapter (see figs. 1-18; column 1/lines 55- 
65; column 3/lines 8-21, 44-46 & 52-63; column 4/lines 10-17; column 5/lines 13-14, 18- 
20 & 22-24). 
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It would have been obvious to one of ordinary skill in the art at the time 
Applicants invention was made to provide an apparatus similar to that of Johnson et al. 
as modified by Collins with a second slide similar to that of Wanamaker et al. since such 
a modification would amount to a design choice that would serve the same purpose of 
locking the hollow needle or adapter in place (see Wanamaker et al., see figs. 7-9). 

Moreover, it would have been obvious to one of ordinary skill in the art at the time 
Applicant's invention was made to provide an apparatus similar to that of Johnson et al. 
as modified by Collins with a rotatable cap similar to that of Fuji et al. in order to provide 
an apparatus that is releasably attachable to a needle or adapter at any convenient 
unobstructed viewing angle of the user. 

Even moreover, it would have been obvious to one of ordinary skill in the art at 
the time Applicant's invention was made to provide an apparatus similar to that of 
Johnson et al. as modified by Collins with a plug-in connector similar to that of Fuji et al. 
in order to threadingly releasably attach a needle or adapter. 

7. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson 
et al ('826) in view of Collins ('481) further in view of Chen (US 6,764,465). 

Johnson et al. as modified by Collins disclose an apparatus, as described above, 
that teaches all the limitations of the claims except Johnson et al. as modified by 
Collins do not teach a needle fixing device arranged offset from a center axis of said 
hollow needle holder in a radial direction. 
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However, Chen discloses an apparatus comprising a needle fixing device 
arranged offset from a center axis of said hollow needle holder in a radial direction (see 
fig. 7). 

It would have been obvious to one of ordinary skill in the art at the time 
Applicant's invention was made to provide an apparatus similar to that of Johnson et al. 
as modified by Collins with a needle fixing device arranged offset from a center axis of 
said hollow needle holder in a radial direction similar to that of Chen since such a 
modification would serve the same purpose of releasably fixing the needle to the 
syringe barrel. 

Moreover, it has previously been held that merely shifting location of parts is not 
patentable-See In re Japikse, 181 F. 2d 1019, 1023, 86 USPQ 70, 73 (CCPA 1950). 

8. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Johnson 
et al ('826) in view of Collins ('481 ) further in view of Ruetz (US 2, 1 1 1 ,482). 

Johnson et al. as modified by Collins disclose an apparatus, as described above, 
that teaches all the limitations of the claims except Johnson et al. as modified by 
Collins do not teach a slideable needle fixing device arranged offset from a center axis 
of said hollow needle holder in a radial direction. 

However, Ruetz discloses an apparatus comprising a slideable device arranged 
offset from a center axis of said hollow needle holder in a radial direction (see figs. 1- 
2). 
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It would have been obvious to one of ordinary skill in the art at the time 
Applicant's invention was made to provide an apparatus similar to that of Johnson et al. 
as modified by Collins with a slideable device arranged offset from a center axis of said 
hollow needle holder in a radial direction similar to that of Ruetz since such a 
modification would serve the same purpose of releasably fixing the needle to the 
syringe barrel. 

Moreover, it has previously been held that merely shifting location of parts is not 
patentable-See In re Japikse, 181 F. 2d 1019, 1023, 86 USPQ 70, 73 (CCPA 1950). 

Response to Arguments 

9. Applicant's arguments filed June 7, 2007 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rene Towa whose telephone number is (571) 272-8758. 
The examiner can normally be reached on M-F, 8:00-16:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Max Hindenburg can be reached on (571) 272-4726. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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